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DETAILED ACTION 

Election/Restrictions 

Applicant's election with traverse of Group I, claims 5-15 and 17 (as well as generic 
claims 1-4, 16, and 20-21) in the reply filed on October 6, 2008 is acknowledged. The traversal 
is on the ground(s) that applicant believes that all of claims 5-15 are also generic claims. This is 
not found persuasive because claims 5-15 specifically describe the species of Figure 4, which is 
directed to a pair of spectacles. The requirement is still deemed proper and is therefore made 
FINAL. 

Claims 18-19 are withdrawn from further consideration pursuant to 37 CFR 1.142(b), as 
being drawn to a nonelected species, there being no allowable generic or linking claim. 
Applicant timely traversed the restriction (election) requirement in the reply filed on October 6, 
2008. 

Claim Objections 

Claims 5, 7, and 13 are objected to because of the following informalities. Regarding 
claim 5, lines 5-6 are repeated on page 4 of the amended claims filed September 28, 2006, these 
lines should be removed. Additionally, regarding claim 5, the phrase "the first zone" should be 
changed to " a first zone " since it has not been positively claimed that the element comprises a 
"first zone". Regarding claim 7, the phrase "said first and second zones" should be changed to 
"first and second zones", since it has not been positively claimed that the element comprises a 
"first zone" and a "second zone". Regarding claim 13, the phrase "a fourth zone. . .the first and 
second zones. . .and beneath a third zone" should be changed to " wherein it comprises four zones, 
specifically wherein the fourth zone. . . between first and second zones. ..and beneath a third 
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zone", since it has not been positively claimed that the element comprises a specific number of 
zones. Appropriate correction is required. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 
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Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 1-2, 5-6, 16-17, and 20 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1, 8, 10-13, and 18-19 of 
copending Application No. 10/594,604 (cited herein as US 2007/0146574), herein referred to as 
Giraudet '574. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because claims 1-2, 5-6, 16-17, and 20 of the instant application are anticipated 
or made obvious by claims 1, 8, 10-13, and 18-19 of Giraudet '574. 

This is a provisional obviousncss-typc double patenting rejection because the conflicting 
claims have not in fact been patented. 

Regarding claim 1, Giraudet '574 discloses a transparent and polarizing vision element 
divided into several zones, at least two of said zones being associated with a light polarizing 
filter, the light traversing the element being affected differently for two of said zones according 
to a direction of polarization of said light (claim 1), the element being characterized in that the 
polarization filter of at least one of the zones is oriented vertically relative to the position of use 
of the element (claim 10) and the polarization filter of at least one of said zones is oriented 
horizontally relative to the position of use of said element (claim 8). 

Regarding claim 2, Giraudet '574 discloses the limitations therein (claim 1 1). 

Regarding claim 5, Giraudet '574 discloses the limitations therein (claim 12). 

Regarding claim 6, Giraudet '574 discloses the limitations therein (claim 13). 

Regarding claims 16 and 20, Giraudet '574 discloses the limitations therein (claim 18). 
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Regarding claim 17, Giraudet '574 discloses the limitations therein (claim 19). 

Claims 1-4, 11, 14, 16, and 20-21 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 13, 15, and 17-18 of 
copending Application No. 12/067,854 (cited herein as US 2008/0252846), herein referred to as 
Biver '846. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because claims 1-4, 11, 14, 16, and 20-21 of the instant application are 
anticipated or made obvious by claims 13, 15, and 17-18 of Biver '846. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Regarding claim 1, Biver '846 discloses a transparent and polarizing vision element 
divided into several zones, at least two of said zones being associated with a light polarizing 
filter, the light traversing the element being affected differently for two of said zones according 
to a direction of polarization of said light (claims 13/15), the element being characterized in that 
the polarization filter of at least one of the zones is oriented vertically relative to the position of 
use of the element (claims 13/15) and the polarization filter of at least one of said zones is 
oriented horizontally relative to the position of use of said element (claim 13/15). 

Regarding claim 2, Giraudet '574 discloses the limitations therein (claims 13/15). 

Regarding claim 3, Giraudet '574 discloses the limitations therein (claims 13/15). 

Regarding claims 4, 11, 14, Giraudet '574 discloses the limitations therein (claims 17- 

18). 

Regarding claims 16 and 20-21, Giraudet '574 discloses the limitations therein (claims 
13/15, wherein the device is an ophthalmic lens). 
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Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-3, 7, 16-17, 20-21 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Heimberger US 3,21 1,047, herein referred to as Heimberger '047. 

Regarding claim 1, Heimberger '047 discloses a transparent and polarizing vision 
element divided into several zones, at least two of said zones being associated with a light 
polarizing filter (fields A-D, Column 3, lines 52-68, Figures 1 and 3), the light traversing the 
element being affected differently for two of said zones according to a direction of polarization 
of said light (Column 4, lines 28-52, where fields A-D affect light differently), the element being 
characterized in that the polarization filter of at least one of the zones is oriented vertically 
relative to the position of use of the element and the polarization filter of at least one of said 
zones is oriented horizontally relative to the position of use of said element (Column 4, lines 28- 
52, where fields A and D are oriented vertically and B and C are oriented horizontally, Figures 1 
and 3). 

Regarding claim 2, Heimberger '047 further discloses that the zone associated with the 
vertically oriented polarization filter is situated in a lateral portion of the element relative to its 
position of use (Shown in Figure 1, wherein field D is vertically oriented and located in a lateral 
portion of the vision element). 
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Regarding claim 3, Heimberger '047 further discloses that the zone associated with the 
vertically oriented polarization filter is adjacent to a lateral edge of the element (Shown in Figure 
1, wherein field D is vertically oriented and adjacent to a lateral edge of the vision element). 

Regarding claim 7, Heimberger '047 further discloses that it comprises first and second 
zones (A and D, Figure 1), each associated with a polarization filter oriented vertically relative to 
the position of use of the element (Column 4, lines 28-52) and at least a third zone (B, Figure 1) 
situated between first and second zones and associated with a horizontally oriented polarization 
filter (Column 4, lines 28-52). 

Regarding claims 16-17 and 20-21, Heimberger '047 discloses a vision device 
incorporating the at least one transparent vision element, specifically a pair of spectacles, 
wherein said transparent vision element constituting one lens of said pair of spectacles (Column 
4, lines 7-68, wherein the spectacles are shown in Figures 1 and 3). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 4 and 11-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Heimberger '047, as applied to independent claim 1 above, in view of Serrell US 2,334,446, 
herein referred to as Serrell '446. 

Regarding claim 4, Heimberger '047 discloses a polarizing vision element as shown 
above, but does not specifically disclose that one of the zones of said element is associated with 
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no polarization filter. In the same field of endeavor of polarizing spectacle lenses (Title, Column 
1, lines 54-55), Serrell '446 teaches of providing a lens having three different zones (10, 16, 22) 
with different polarization orientations (Column 1, line 55-Column 2, line 30, Figure 1), 
specifically wherein one of the zone is unpolarized (Column 1, line 55-Column 2, line 30, 
wherein segment 22 is unpolarized). Therefore it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to combine the teaching of Serrell 
'446 with the polarizing vision element of Heimberger '047 for the purpose of reducing road 
glare on a driver's eyes without moving their head (Column 1, lines 11-17 and Column 2, line 
47-Column 3, line 3). 

Regarding claim 11, Heimberger '047 discloses a polarizing vision element as shown 
above including a first zone associated with a polarization filter oriented vertically relative to the 
position of use of the element and a second zone associated with a horizontally oriented 
polarization filter (Column 4, lines 28-52, where fields A and D are oriented vertically and B and 
C are oriented horizontally, Figures 1 and 3), but does not specifically disclose a third 
unpolarized zone. In the same field of endeavor of polarizing spectacle lenses (Title, Column 1, 
lines 54-55), Serrell '446 teaches of providing a lens having three different zones (10, 16, 22) 
with different polarization orientations (Column 1, line 55-Column 2, line 30, Figure 1), 
specifically wherein one of the zone is unpolarized (Column 1, line 55-Column 2, line 30, 
wherein segment 22 is unpolarized). Therefore it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to combine the teaching of Serrell 
'446 with the polarizing vision element of Heimberger '047 for the purpose of reducing road 
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glare on a driver's eyes without moving their head (Column 1, lines 11-17 and Column 2, line 
47-Column 3, line 3). 

Regarding claim 12, Heimberger '047 and Serrell '446 disclose and teach of a polarizing 
vision element as shown above, and Heimberger '047 further discloses that the second zone is 
positioned in the upper portion of the element relative to its position of use (Figures 1 and 3) and 
Serrell '446 further teaches that the third zone (22) is positioned in the lower portion of the 
element relative to its position of use (Figure 1). 

Regarding claim 13, Heimberger '047 discloses a polarizing vision element as shown 
above including a four zones (A-D), wherein the fourth zone (B) is located between the first (A) 
and second zones (D), but does not disclose that the fourth zone is beneath the third zone (C) and 
associated with no polarization. In the same field of endeavor of polarizing spectacle lenses 
(Title, Column 1, lines 54-55), Serrell '446 teaches of providing a lens having three different 
zones (10, 16, 22) with different polarization orientations (Column 1, line 55-Column 2, line 30, 
Figure 1), specifically wherein one of the zone is unpolarized (Column 1, line 55-Column 2, line 
30, wherein segment 22 is unpolarized) and located below the other two zones (Figure 1). 
Therefore it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to combine the teaching of Serrell '446 with the polarizing vision element of 
Heimberger '047 for the purpose of reducing road glare on a driver's eyes without moving their 
head (Column 1, lines 11-17 and Column 2, line 47-Column 3, line 3). 

Claims 5-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Heimberger 
'047, as applied to independent claim 1 above, in view of Fiala US 5,142,41 1, herein referred to 
as Fiala '411. 
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Regarding claims 5-6, Heimberger '047 discloses a polarizing vision element as shown 
above, but does not specifically disclose that a first zone associated with a vertically oriented 
polarization filter extends over a width going from the outer lateral edge of said element to a 
distance lying between 5 and 75 mm, specifically, between 5 and 30 mm, measured on a straight 
line going from said outer lateral edge toward the optical center as defined previously of said 
element. In the same field of endeavor of polarizing spectacle lenses (Abstract), Fiala '411 
teaches of providing a lens having at least one horizontally oriented polarization (reading portion 
40, Figure 9A) and vertically oriented polarization (distance portion 50, Figure 9A) (Column 21, 
lines 33-66 and Column 22, lines 30-55), wherein the first (distance, vertically oriented) zone 
(50) associated with a vertically oriented polarization filter extends over a width going from the 
outer lateral edge of said element to a distance lying between 5 and 75 mm, specifically, between 
5 and 30 mm, measured on a straight line going from said outer lateral edge toward the optical 
center as defined previously of said element (Column 15, lines 24-36, wherein the radius of the 
lens ranges between 7.85 to 7.8 mm and portion 50 covers the entire lens and thereby fulfills the 
claim requirements, Figure 9A). Therefore it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to combine the teaching of Fiala '411 with the 
polarizing vision element of Heimberger '047 for the purpose of providing cosmetically pleasing 
glasses that reduce the effects of polarized light (Column 21, line 33-Column 22, line 55). 

Claims 8-10 and 14-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Heimberger '047, as applied to independent claim 1 above. 

Regarding claims 8-10, Heimberger '047 discloses a polarizing vision element as shown 
above, but does not specifically disclose the dimensions of the lens or that the first and second 
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zones are separated by a distance lying between 10 and 60 mm, specifically between 10 and 40 
mm, more specifically between 20 and 40 mm, in a central portion of said element. However, it 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made for the device of Heimberger '047 to satisfy the claimed dimensions for the purpose of 
providing more than two polarization zones on the lens, since it has been held that where the 
only difference between the prior art and the claims was a recitation of relative dimensions of the 
claimed device and a device having the claimed relative dimensions would not perform 
differently than the prior art device, the claimed device was not patentably distinct from the prior 
art device. In re Gardner v. Tec Systems, Inc., 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), 
cert, denied, 469 U.S. 830, 225 USPQ 232 (1984). 

Regarding claims 14-15, Heimberger '047 discloses a polarizing vision element as shown 
above, but does not specifically disclose that the limit, between the zone associated with a 
horizontally oriented polarization filter and the zone associated with no polarization filter, passes 
between the optical center of said element and a point situated 20 mm beneath said optical 
center, more specifically, between the optical center and a point situated 10 mm beneath said 
optical center. However, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made for the device of Heimberger '047 to satisfy the claimed 
dimensions for the purpose of providing multiple polarization zones on a lens, since it has been 
held that where the only difference between the prior art and the claims was a recitation of 
relative dimensions of the claimed device and a device having the claimed relative dimensions 
would not perform differently than the prior art device, the claimed device was not patentably 
distinct from the prior art device. In re Gardner v. Tec Systems, Inc., 725 F.2d 1338, 220 USPQ 
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777 (Fed. Cir. 1984), cert, denied, 469 U.S. 830, 225 USPQ 232 (1984). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Helpern et al US 2005/0099588 and Schwarz US 3,838,913 are cited as having some 
similar structure to the claimed invention since they disclose vision devices with different 
polarization zones. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JESSICA T. STULTZ whose telephone number is (571)272- 
2339. The examiner can normally be reached on M-F 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ricky Mack can be reached on 571-272-2333. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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